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Three keywords 

   

   Europe 

   Computer software  

   Patentability 
 

   



PISA, 22/03/2016 
Presentazione Jotto 2016- © ABM 2016 3 
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Protection of Computer  
implemented inventions by a Patent 
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Disambiguation 

   

  Protection of  

  computer software  

  can be obtained  by Copyright. 

 

  Protection  on  

  computer implemented inventions  

  (CIIs) can be obtained by a Patent 
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 Copyright is the “right to make a copy” 

  

 We use such right when we lawfully install a copy  

 of an “app” on a smartphone or tablet or PC 

 

   This requires a license from the author, which 
gives us a right to make such copy 

 

 Copy without license is Copyright infringement 

 

Protection of software  
by Copyright 
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CIIs are not considered SW  

 Art 52 EPC excludes 

 programs for computers  … as such 

 from patentability  

 

 

CIIs are not  programs for computers  … as such 
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Protection in Europe of Computer  
implemented inventions by a Patent 

 A patent is, in the substance, a claim on an 
invention on which a government grants 
exclusive rights, and this occurs only if: 

 The claim is novel 

 The claim is inventive 

 The claim is accompanied by a specification 
written by the applicant (or his attorney) 
disclosing the inventive concept and its 
major embodiments 
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Method claims and System claims 

 Most common claims for CIIs are 

 Method claims, namely the CIIs are 
considered as industrial processes, and the 
method claims define the essential steps for 
carrying out the inventive process 

 System claims, namely the CIIs are a 
combination of apparatus features and 
functions carried out by program means 
operating  in association with them 



 Proper definition of an invention: 

 It is a solution of a technical problem 

 

   We have seen the main prerequisites for an 
invention: 

 Novelty (does not exist) - art 54 EPC 

 and “Inventive step” (it is not obvious) - art 56 EPC 
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Novelty and Inventive step 

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=6KSX3x-k9HiVpM&tbnid=UnhP66eE2uth_M:&ved=0CAUQjRw&url=http://www.flickr.com/photos/42338073@N07/4142839963/&ei=ollIUaCFGom1O8b8gIgK&psig=AFQjCNHDNZVRX93AOq3t--HiOsY9xglWog&ust=1363782432948323


Novelty and inventive step in the 
EPC (European Patent Convention 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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Searching prior art by name on the 
Espacenet Database 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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this applicant has European Applications 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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Read the bibliographic data 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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Read the abstract 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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Read the granted specification in Europe 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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Read the granted claims 

 A claim is novel if it is not disclosed in the 
prior art (Art. 54 EPC) 

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves (art 56 EPC) 

 Therefore, it is fundamental to know the 
background art  
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Understand the 
invention 

 through the 
specification and 
the drawings 
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Extend the search to the citing documents … 

   
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… and to the cited documents … 

   
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   

 

22/03/2016 
Presentazione Jotto 2016- © ABM 2016 25 

… and to the 
classification… 

G06F 17/289 

Machine 
translation 



… and continue the search… 

   
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…until you get the closest prior art 
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Your invention is novel if there is at least 
one difference from the closest prior art 

Your invention is inventive if there the 
difference is not obvious, namely it 

solves a technical problem 

Closest prior art can be any published 
document (patent or non-patent publication 

from any countries and in any languages 



Now I can write my claim 
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Pre-chacterising part= closest prior art 

Characterising part=  

Differences from the closest prior art   

Inventive step? 



Novelty and 
inventive step 

are not 
destroyed by 

similar features 
having different 

functions 
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INVENZIONI 
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   most inventions are small improvements starting from the 
closest prior art, each solving a different problem 



Patentability of Business related inventions 

 Art. 52-54-56 EPC 

 (1)European patents shall be granted for anyinventions which 
are susceptible of industrial application, which are new and 
which involve an inventive step.  

 (2) Unpatentable: (a) discoveries, scientific theories and 
mathematical methods; (b) aesthetic creations; (c) 
schemes, rules and methods for performing mental acts, 
playing games or doing business, and programs for 
computers;  

 (d) presentations of information.  

 (3) The provisionsof paragraph 2 shall exclude patentability of 
subject-matter or activities as such.  

   
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Eligibility of the claims 

 Tho decide if a claim is eligibile the simplest way is to decide 
whether it is novel and inventive. 

 In fact, inventive step is releated to the capability of solving a 
technical  problem 

 If the problem is not technical, the claim is not eligible. 

 Normally, it is not considered eligible if the claimed features fall 
within the excluded subject matter as such: discoveries, 
scientific theories, mathematical methods; aesthetic creations; 
schemes, rules and methods for performing mental acts, 
playing games or doing business, and programs for computers;  
presentations of information.  

 On the other hand, if the claim contains any eligible (non-
excluded) feature the claim is said to have "technical 
character". 

   
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Technical aspects of the CII claims 

 a patentable claim should specify a 
"technical solution to a technical 
problem”  

 Examples:  

 a new service is proposed, providing 
links to automatic translators by a new 
app for smartphones (not patentable)  

 The Google automatic translation system 
as patented in EP2252944B2 
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System and Method claims 
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Search for 
Cisco Tech 
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Method claims 

 A method for a 

communication network 
comprising: 
receiving an attach trigger 
for a user equipment (UE) 
within a trusted access 
network; 
configuring a first signaling 
path for the UE for a first 
Internet protocol (IP) 
connection; and 
configuring a second 
signaling path for the UE 
for a second IP connection, 
wherein the first and 
second IP connections are 
associated with different IP 
version type 
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System claims 

  

22/03/2016 
Presentazione Jotto 2016- © ABM 2016 37 

A system, comprising: 
a memory element for storing 
data; and 
a processor that executes 
instructions associated with the 
data, wherein the processor and 
memory element cooperate such 
that the apparatus is configured 
for: 
receiving an attach trigger for a 
user equipment (UE) within a 
trusted access network; 
configuring a first signaling path 
for the UE for a first Internet 
protocol (IP) connection; and 
configuring a second signaling 
path for the UE for a second IP 
connection, wherein the first and 
second IP connections are 
associated with different IP version 
types. 

 



Method claims 

 A method for a 

communication network 
comprising: 
receiving an attach trigger 
for a user equipment (UE) 
within a trusted access 
network; 
configuring a first signaling 
path for the UE for a first 
Internet protocol (IP) 
connection; and 
configuring a second 
signaling path for the UE 
for a second IP connection, 
wherein the first and 
second IP connections are 
associated with different IP 
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22/03/2016 
Presentazione Jotto 2016- © ABM 2016 38 



Thank you 

22/03/2016 
Presentazione Jotto 2016- © ABM 2016 39 


